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Commissioner for Patents 
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Dear Sir: 

This statement is presented by Appellant in compliance with the USPTO OG Notice of 12 
July 2005 on New Pre-Appeal Brief Conference Pilot Program. Appellant is requesting a pre- 
appeal brief conference on the belief that the rejections of record are clearly not proper and are 
without basis. Appellant's request is based upon a clear legal or factual deficiency in the 
rejection, rather than an interpretation of the claims or the prior art teachings. As such, Appellant 
believes this request for pre-appeal brief review is appropriate. 

Each of the pending claims is rejected under § 103(a) over the primary combination of the 
teachings of U.S. Publication No. 2002/0059256 by Halim et al (hereinafter "Halim") in view of 
the teachings of U.S. Patent No. 6,308,201 to Pivowar et al (hereinafter "Pivowar"). The 
primary reference, Halim, is asserted as teaching each of the claimed limitations except a 
synchronization server which is asserted as being taught by Pivowar. 
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While Appellant has multiple issues for appeal, the primary purpose for submitting this 
particular request for review concerns omissions of essential elements required for a prima facie 
§103 (a) rejection. Although each of the independent claims is rejected in the final Office Action 
(dated April 18, 2007) primarily in view of Halim, Halim does not teach several of the claimed 
limitations and Pivowar does not overcome these deficiencies in Halim' s teachings. 

Halim, and Pivowar, are directed to data synchronization but do not teach or suggest any 
initialization of synchronization, as claimed. Therefore, the example limitations at issue for 
purposes of this request for review relate to 1) a terminal configured to store data in a received 
configuration message to a memory medium and to retrieve at least part of said data as a 
response to a need for a synchronization service (e.g., Claim 10), 2) forming and transmitting a 
configuration message comprising settings of at least a second database (e.g., Claims 1, 10, 12, 
21 and 22), and 3) initializing synchronization using data from a configuration message (e.g., 
each of the independent claims). To establish a prima facie § 103(a) rejection of at least the 
independent claims, these limitations must be present in Halim, as the Examiner alleges. 

First, Halim has not been shown to teach or suggest a terminal configured to store data in 
a received configuration message to a memory medium. At pages 2-3 of the Office Action, the 
Examiner aligns the teachings of Halim as follows: 



Appellant's Pending Claims 


Halim 


configuration message 


message including information related to a 
local update of the local database (paragraph 
[0009]) 


second database 


local database 


terminal (having a first database) 


remote computer 



The Examiner contends that the buffering of Halim's message at a communication server 
computer until a communication interface requests data corresponds to the claimed terminal 
configured to store data in a received configuration message to a memory medium. However, as 
illustrated in Fig. 2a and described in cited paragraph [0044] the buffering takes place at a server 
computer before the message is transmitted to the remote computer (asserted terminal). 
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Therefore, no' storage of the message to a memory medium has been identified by the asserted 
terminal. 

The asserted buffering of the message also does not correspond to the claimed retrieval by 
a terminal as a response to a need for a synchronization service. In contrast, the buffered 
message of paragraph [0044] is forwarded to a communication interface of the server computer 
in response to a request of the communication interface and as part of the transmission of the 
message to the remote computer. As the remote computer has not as yet received the message (it 
was buffered at the server computer) there is no indication that the remote computer would as yet 
be aware of any need for a synchronization service. Thus, the relied-upon buffering in a server 
computer does not correspond to the claimed storage and retrieval of data by a terminal having a 
first database, as claimed. 

Second, Halim has not been shown to teach forming and transmitting a configuration 
message comprising settings of at least a second database, as claimed. The Examiner contends 
that by including information related to a local update of a local database or a remote update of a 
remote database, Halim's messages as described at paragraphs [0009] and [0013], respectively, 
correspond to the claimed configuration message which includes settings of at least a second 
database. This contention is in error as there is no indication that the "information related to a 
local update" includes settings of a local database (asserted as corresponding to the claimed 
second database). It is noted that the teachings of paragraph [0013] would not correspond as the 
remote database does not correspond to the claimed second database in view of the Examiner's 
alignment of Halim's teachings. Further, as identified in Appellant's Specification at paragraph 
[0006], the claimed settings of a database are not merely data that is the object of 
synchronization. In contrast, the broad disclosure of Halim's paragraph [0009] and the last 
sentence thereof suggests that the message sent to the remote computer is a synchronization 
message such that information related to a local update is the data affected by the update. Thus, 
Halim does not teach or suggest forming or transmitting settings of a second database in a 
configuration message, as claimed. 

Third, Halim has not been shown to teach or suggest initializing synchronization using 
data of a configuration message retrieved from a memory medium. The discussion in paragraph 
[0009] generally teaches a method for synchronizing data by sending information related to a 
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local update to a remote computer to synchronize a remote database using the information. There 
is no teaching or suggestion that Halim' s synchronization is initialized, as claimed. As described 
at paragraphs [0020] and [0021] of Appellant's Specification and claimed, initialization occurs 
prior to synchronization and is a separate operation. No discussion has been identified in Halim 
that teaches or would suggest an initialization step, or more specifically, initializing 
synchronization using data of a configuration message, as claimed. 

Halim is solely relied upon as teaching these limitations, and the teachings of Pivowar 
have not been asserted, or shown, to overcome the above-discussed deficiencies in the teachings 
of Halim. For example, Pivowar is directed to synchronizing data but also makes no mention of 
initializing synchronization via data transmitted in a configuration message, as claimed. The 
further references relied upon in the rejections of the dependent claims have also not been 
asserted or shown to teach these limitations absent in Halim and Pivowar. Thus, each of the 
asserted combinations of references fails to teach or suggest these limitations rendering the 
§ 103(a) rejections unsupported and improper. 

It is respectfully submitted that there is an omission of an essential element needed for a 
prima facie obviousness rejection. Halim does not teach or suggest at least initializing 
synchronization using data of a configuration message. Halim is solely relied upon as teaching 
these claimed features. Because Halim does not involve or otherwise address initializing 
synchronization using data of a configuration message, Appellant believes these claim limitations 
are improperly being overlooked , and consequently there is an omission of an essential 
element(s) required for a prima facie rejection. 

It is Appellant's position that the Examiner's reliance on Halim as teaching initializing 
synchronization using data of a configuration message is inappropriate, as Halim does not 
address this. 

Appellant believes that this statement, when viewed together with the prosecution history, 
sets forth clear grounds for a finding that the rejections based upon Halim and Pivowar are 
improper and without basis. 
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,The undersigned is of record and with authority to prosecute the appeal on behalf of the 
Assignee. 

Respectfully submitted, 



HOLLINGSWORTH & FUNK, LLC 

Attorneys at Law 
8009 34 th Avenue South, Suite 125 
Minneapolis, MN 55425 
952.854.2700 (tel.) 



By: J^jQQ^nl^J^ 
Name: Erin M. Nichols 
Reg. No.: 57,125 
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